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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 5 and 17 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

The term "high" in claims 5 and 17 is a relative term which renders the 
claim indefinite. The term "high" is not defined by the claim, the specification 
does not provide a standard for ascertaining the requisite degree, and one of 
ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. It is unclear as to how many times the designated contents need to be 
printed for it to have a "high" frequency of being printed. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 1, 6-13, 18, and 19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by JP Patent Application Publication No. 09298720 to Shidara. 
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Examiner will refer to a translation of above stated document which is hereby 
attached. 

Regarding claims 1 and 13, Shidara discloses a printing apparatus and 
method for printing out contents carried on broadcast signals onto paper, 
comprising a receiving unit for receiving the broadcast signals including contents 
(see paragraph 9, paragraph 17 lines 3-7, and paragraph 50), a detecting unit for 
detecting contents designated for printing from the contents received by said 
receiving unit (see paragraph 9, paragraph 17 lines 3-7, paragraph 33 lines 1-2, 
and paragraph 51), and a printing unit for printing out said designated contents 
detected by said detecting unit onto the paper (see paragraphs 19, 34, and 52). 

Regarding claims 6 and 18, Shidara discloses the system as discussed 
above in claims 1 and 13, and further discloses wherein the printing apparatus 
prints out said designated contents and information relating to said designated 
contents, onto the paper (see paragraphs 19, 34, and 52). 

Regarding claims 7 and 19, Shidara discloses the system as discussed 
above in claims 1 and 13, and further discloses wherein said detecting unit 
detects whether or not a signal for print designation is carried on a vertical 
blanking interval of the broadcast signals (see paragraph 39 lines 1-3 and 
paragraph 40). 

Regarding claim 8, Shidara discloses the system as discussed above in 
claims 1 and 13, and further discloses a control unit for combining information 
showing the contents said designated contents in said designated contents 
wherein said printing unit prints out an image, which is combined by said control 
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unit with information showing the contents of said designated contents (see 
paragraphs 54-55). 

Regarding claim 9, Shidara discloses the system as discussed above in 
claims 1 and 13, and further discloses a storage unit for storing said designated 
contents detected said detecting unit, and control reading said designated 
contents stored in said storage unit, instructing a display to display said 
designated contents (see paragraph 63), and instructing said printing apparatus 
print selected contents when at least one of the displayed images selected by a 
user (see paragraphs 66-69 and 71). 

Regarding claim 10, Shidara discloses the system as discussed above in 
claims 1 and 13, and further discloses wherein said storage unit comprises a 
video tape recording device, which records said designated contents on video 
tape (see paragraph 56). 

Regarding claim 1 1 , Shidara discloses the system as discussed above in 
claims 1 and 13, and further discloses wherein the broadcast signals are 
television signals (see paragraphs 16, 27, and 62). 

Regarding claim 12, Shidara discloses a broadcast signal generator for 
generating broadcast signals, comprising a print request signal placing unit for 
adding to broadcasting data, a signal for requesting a printing apparatus into 
which the broadcast signals are input, to print designated contents carried on the 
broadcast signals (see paragraph 16). 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 2 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shidara, as applied to claims 1 and 13 above, and further in 
view of U.S. Patent No. 5488423 to Walkingshaw et al. 

Shidara does not disclose expressly a print judging unit for instructing said 
printing unit to print said designated contents when a print designation code for 
designating the category of pre-stored designated contents coincides with a 
category code for specifying the category of said designated contents carried on 
the broadcast signals. 

Walkingshaw discloses a print judging unit for instructing said printing unit 
to print said designated contents when a print designation code for designating 
the category of pre-stored designated contents coincides with a category code 
for specifying the category of said designated contents carried on the broadcast 
signals (see column 3 lines 31-52 and 59-67, column 4 lines 1-3 and 57-67, and 
column 5 lines 1-17). 

Shidara & Walkingshaw are combinable because they are from the same 
field of endeavor, printing via a broadcast signal. 




Application/Control Number: 09/709.513 Page 6 

Art Unit: 2622 

At the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to combine the teachings of Walkingshaw with the system 
of Shidara. 

The suggestion/motivation for doing so would have been to provide 
printed data to a user only when parameters set by the user coincide with a 
particular broadcast thus eliminating printed material not desired by the user. 

Therefore, it would have been obvious to combine Walkingshaw with 
Shidara to obtain the invention as specified in claims 2 and 14. 

Claims 3 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Shidara and Walkingshaw as applied to 
claims 2 and 14 above, and further in view of U.S. Patent No. 5940582 to 
Akabori et al. 

Shidara and Walkingshaw do not disclose expressly a quantity detecting 
unit for detecting the quantity of the paper set in the printing apparatus, and 
wherein said print judging unit stores therein a plurality of said print designation 
codes, which are respectively listed in order of priority, and instructs said the 
priority when the quantity of the paper becomes adequate. 

Akabori discloses a quantity detecting unit for detecting the quantity of the 
paper set in the printing apparatus, and wherein said print judging unit stores 
therein a plurality of said print designation codes, which are respectively listed in 
order of priority, and instructs said the priority when the quantity of the paper 
becomes adequate (see column 2 lines 36-50 and 61-67, column 3 lines 1-47, 
column 8 lines 45-67, column 9 and column 1 1 lines 18-33). 
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Shidara, Walkingshaw & Akabori are combinable because they are from 
the same field of endeavor, printing on the basis of desire and priority. 

At the time of the Invention, it would have been obvious to a person of 
ordinary skill in the art to combine the teachings of Akabori with the system of 
Shidara and Walkingshaw. 

The suggestion/motivation for doing so would have been to provide a user 
with documents that are viewed as more desirable before those of less desire. 
Printing documents in order of priority is well known in the art. 

Therefore, it would have been obvious to combine Akabori with Shidara 
and Walkingshaw to obtain the invention as specified in claims 3 and 15. 

Claims 4 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Shidara and Walkingshaw as applied to 
claims 2 and 14 above, and further in view of U.S. Patent No. 6747753 to 
Yamamoto. 

Shidara and Walkingshaw do not disclose expressly a quantity detecting 
unit for detecting the quantity of the paper said printing apparatus; and a storage 
unit storing data of said designated contents, designated contents in said storage 
unit when the paper becomes unavailable. 

Yamamoto discloses a quantity detecting unit for detecting the quantity of 
the paper said printing apparatus (see column 10 lines 62-65), and a storage unit 
storing data of said designated contents, designated contents in said storage unit 
when the paper becomes unavailable (see column 1 1 lines 1-14). 
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Shidara, Walkingshaw & Yamamoto are combinable because they are 
from the same problem solving area, printing documents when certain conditions 
are met. 

At the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to combine the teachings of Yamamoto with the system of 
Shidara and Walkingshaw. 

The suggestion/motivation for doing so would have been allow data to be 
received even if the printer has run out of paper therefore a user does not have 
to worry about losing any information that was desired. 

Therefore, it would have been obvious to combine Yamamoto with 
Shidara and Walkingshaw to obtain the invention as specified in claims 4 and 16. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combination of Shidara and Walkingshaw as applied to claim 1 above, 
and further in view of U.S. Patent No. 6476933 to Honma. 

Walkingshaw discloses wherein the broadcast signals include a category 
code for specifying the category of said designated contents (see column 3 lines 
40-52). 

Shidara and Walkingshaw do not disclose expressly a print judging unit for 
storing said category code of said designated contents in association with the 
frequency that said designated contents of said category code is printed, and 
instructing said printing unit to print said designated contents of said category 
code having a high frequency. 
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Honma discloses a print judging unit for storing said category code of said 
designated contents in association with the frequency that said designated 
contents of said category code is printed, and instructing said printing unit to print 
said designated contents of said category code having a high frequency (see 
column 9 lines 38-63). 

Shidara, Walkingshaw & Honma are combinable because they are from 
the same field of endeavor, printing data from a stored area. 

At the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to combine the teachings of Honma with the system of 
Shidara and Walkingshaw. 

The suggestion/motivation for doing so would have been to provide a user 
with an easy way to see how often a certain kind of document is printed and 
allow easy retrieval of such a document. 

Therefore, it would have been obvious to combine Honma with Shidara 
and Walkingshaw to obtain the invention as specified in claim 5. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combination of Shidara and Walkingshaw as applied to claim 14 above, 
and Walkingshaw discloses wherein the broadcast signals include a category 
code for specifying the category of said designated contents (see column 3 lines 
40-52). 

Shidara and Walkingshaw do not disclose expressly a print judging unit for 
storing said category code of said designated contents in association with the 
frequency that said designated contents of said category code is printed, and 
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instructing said printing unit to print said designated contents of said category 
code having a high frequency. 

Honma discloses a print judging unit for storing said category code of said 
designated contents in association with the frequency that said designated 
contents of said category code is printed, and instructing said printing unit to print 
said designated contents of said category code having a high frequency (see 
colunnn 9 lines 38-63). 

Shidara, Walkingshaw & Honnna are combinable because they are from 
the same field of endeavor, printing data from a stored area. 

At the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to combine the teachings of Honma with the system of 
Shidara and Walkingshaw. 

The suggestion/motivation for doing so would have been to provide a user 
with an easy way to see how often a certain kind of document is printed and 
allow easy retrieval of such a document. 

Therefore, it would have been obvious to combine Honma with Shidara 
and Walkingshaw to obtain the invention as specified in claim 17. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. To further show state of the art refer to U.S. Patent 
numbers 6433884 (Kawakami) and 6195170 (Mizutani et al.) and to JP Patent 
Application Publication number 11237966A (Nagahashi), (translation attached). 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Mark R. Milia whose telephone number is 
(703) 305-1900. The examiner can normally be reached M-F 8:00am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Edward Coles can be reached at (703) 305-4712. The 
fax number for the organization where this application or proceeding is assigned 
is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



Mark R. Milia 
Examiner 
Art Unit 2622 
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